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INTER-GOVERNWMENTAL CCNFERENCE Brussels,11th January, 1971

FCR THE SZTTING UP OF A EUROPEAN

E /
SYSTEU TOR THT GRANT OF patznTs  DOR/GT 1/98/77

- Secretariat -

Subject: NWote by the Eritish delegaticn relating to Arzicle 11,
Daragraph 4.

The delegations to Working Party I will find
attached a note'by the British delegation relzating %o A
Article 11, paragragh # of the First Preliminary Draft of a
Convention establiching a European System for the Grant of
Patents. | | | o
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ANNEX

NOTE BY THE UNITED KINGDC¥ DELEGATION
CONCFRNTNG CORFLICTING FUROPEAN PATENT APPLICATIONS

v At the last meeting of VWorking Party I, the United
Kingdom delegation agreed to examine a problem which
results from placing in the state of the art prior European
patent applications which are unpublished'at the filing
date of the Europeezn patent applicetion under examination -
Article 41, paragreph (3).

Article 11, paragraph (4) provides that --
"Paragraph 3 shall be applied only when a
Contracting State designated in respect
of the lzter patent application was also
desigrated in respect of the earlier
patent application as published under
Article 85."

The terms of this pa**g“anh cover cases in which a prior

European patentv appiication de51gnates -

(a) all the Contracting States designated in the later
application, or : -

(b) one or some only of those States.

The effect of Article 11, paragraph (4) is quite
clecr. In case (a) the later applicetion cannot proceed
to grant unless the conflict with the prior application is
removed by amendﬁent. In case (b), grant would also have
to be refused unless the zpplicent withdrew the designation

of those States covered by the carlier patent applicatvion

- or amended the aprplication to remove the conflict of sub-

ject-matter. It may be objected that this means that the
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European Patent Office would be dea‘ing out a harshker

treatmsnt than the national Cffice of any State that adopts

Article 4(%) of the Strasbourg Conventlon of 1963 is allowed
to do. TIn other words, the standard applied centrally
before grant would te high r ‘han that which can be applied
nationally after grant. ‘However, the reality of the situa-
tion is likely to be that practlc;l¢y all Furopean eppli-
cations will cover the EEC States and the United Kingdom
and will differ from each other only in one or two desig—
nations of other States. Vo;01ng the later aDpllcant to
amend would i these circ umstances only have the result
that some protectlon is lost in these other countries ard
it may be seriously QQcSt¢O“cd {hérefore whether it is

uor*nnhlle forrulating some procedurs to relicve the situa-
tion. It could bé argued thei the possivle reduction of
protection in one or two States is 3 risk which sn applicant

could be exch sed to take fo r the sake of gebtlng pIc*ectlon

in all States on a- 31nvle appliceavion.

‘One form of relief that may be conside *ed'is to allow
the later applicant the possibility not oniy of W ifhdrawing
the de51gnatlon of the State or Statec designated in the
earller appllcatlon but aleo of convertlpg to a national’
appllcatlcn in any such State. This would mean thet all
Contractlng States nust be obliged to permi+ conversion in
these basea, concr ry to the decision of the Vorking Party
at its last meetlng thau‘irulc;e 124 should give States tae

-

option of allow,ng such conversions. This would not seen
satisfactory Tecause then sll States would be forced to

meintein a national procedure. In any case, it is not
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uﬁlikely that such conversions would occur fairly late in
the life of the European Application, thus creating |
uncertainty for third parties and difficult administrative
and other problems for navional paten’ offices. - Moreover,
since in practice the differences in the designations of the
conflicting applications is likely to be in the toverage

of European States other than the EEC and the UK, it does
not seem satisfactory to proceed with the European appli- .
catlion in respect of these desigﬁations and to hive off for
nationel treatment the solid core of whet, from the appli-
cants' viewpoint, are probably the main designatiens, i.e. (
of the EEC and the UX In this respect a subsidiary
problem is what is the appfopriate "netional™® treatment for
the hived-off EEC applications; presumably the EEC countries
would wish all such applications to be processed centrally.
Thus the result would be a national UK application and two
European applications, one for the EEC and one for the"
remaining designations. The last two would in effect be

a "split" European application discussed in the next para-—
graph. i

Another possibility would be to allow "splitting" of;
tre later application. By this is meant that, if. confllct
with an earlier European appllcutlon is dlscoveecd the ‘
laver applicant should have the possibiiity of d;v1d1ng'hls
application into 2 parts, one part covering the States
designated in the earlier appllcatlon and the’other coverlng
the remainder of the States orginally de51gnated. Thls
would have the effect that the applicant obtalns w1thout
further amendment a patent covering those - States not de31g—
nated in the earlier application, while the European Patept
Office is nevertheless able to resulve thé conflict with *~
the earlier application so far as the Stdtes designated in -

i ’ ' i

A
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the sarlisr application are cencerned.' Although fthis-
solution is feasible where there is only one prior appli-

caticn to te comsidered, it olearly gives rise to many
complications when there is conflic®d with two or nore priorv
‘European applications desigrating different groups of

Contracting States. In such cases, the original appll-
cation would have to be split 1nto several ‘parts', each
'part! having different claims and possibly a dlfferent

description. Further "splitting" may be necessary as a

result of an opposition. In order to give effecu to this

solution no amendment of Article 11. parsgraph (4) would dbe
requlred, but a new Regulablon would nave to be drafted to
deal with the procedure %o be fellowed. In practlce the
several parts‘ of the applwcatloo codld bear the orlgrnal
appllcdtlon number and could be dealt W1+h on the seme file.

It would secen unnecessary %o requ1re the p:yment of further
application, ‘search, examlnatron and renewal fees — such

payment may be 4iffi cult to justify anywdy ‘because "splits
ting" may have become necessary 81mpry ‘bedause the appli~
cant- fortultouSLy des1gnates one more State than the earlier

"appllcatlon - and it is thought that one set of gran* and

prlntrng fees . Should be enough. A single European patent

_could be granted the different speorflcaulons belng
A’prlnted and contained in a ernbre paxphiet; in this case

FS

only one patent numrber’ wourd be neeied. This mighv create
confu51on, however, ~and” 1t mey be advasable to gront
separate European patents, using diffe ersnt numbers or the
same numberfw1th different suffixes. Some re-drafting

of the Arpicles and Regulations would also probably be
required. Though "splitting” is ciearly a complicated solu-

“tion, it is evident that the complications are no greater
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than for the conversion procedure when the appllcatlon
has to be dealt with separately for each of the States
affected. Mereover, there is the- obvious advantage that

all the ‘'parts' would be dealt with centrally and in one
language.' '

These two solutions assume no change in the wording
of Article 11. TFor the sake of completeness, two other
possibilities will now be considered. Flrstly, Article 11,
paragraph. (4) could be amended so that it restricts the
application of Article 11, paragraph (3) to cases in which
the designations in the conflicting European patent
applications are the same, i.e. case (a) of paragraph 2
above. This would mean that in case (b) abbve3 no action

- could be taken by the .European Patent Office to resolve

the conflict. If the earlier egpplication designates State
A and the later apﬂllcatlon deSﬂgnates States A and B, a
European patent on the later application could not be
refused . for lack of novelty over the contents of the
earlier appllcatlon. However, following the grant of the
pauent the conflict could be dealt with nationally in

‘accordance with the law of State A, hﬂvmng regard to the

terms of Articles 133 and 134 es adcpted by Working Pa‘ty

I in September. This solution may be regarded as contrany C
to the spirit of the Convention, particularly since it

would have the practical effect that no action could be
teken by uhe European Patent Office to resolve a clear
conilict between two Ewopcan patent applications simply '
because e.g. n countries are designated in the earlier-

“and n_+ 1 countries a;avdeslgnatnd in the later. The

Cffice Would be compelled to grant a Furooean patent not-
w1thstand1ng the fact that it was well aware that thls
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patent was invalid in n countries. Such a result would seem
' to satisfy neither the States nor applicants.

|

. The second possibility is to delete Article 11, para-
graph (4). This would have the effect that an earlier
European patent applicetion may destroy the novelty of a
later application, fegardless of the designations in the
two applications. This is even harsher than the effect
referred to in paregraph 3, and is open to the same objec-
tions. Nevertheless, like paragraph 3, it is an easily
workaple solution and might be justified as a logical exten—
sion of the philosophy, inherent in Article 11, paragraph
(3}, that European patents are infispded as a reward to the
first person to take steps to disclose an ianvention to the
public by filing a European patent application and that the
subjective act of invenftion canunob itseif lead to fhe valid
grant of 2 patent. Moreover it would, in practice, probabliy
result in unduly reduced protection in only a few of the
States since, as stated in paraegraph 3, it can be expected
that every applicaticn will designate thre bulk of the
States parties to the Convention. However, it is very
likely that such a soiution would not meet with any Tavour
by the interested organisations. : S
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