
Europaisches
Patentamt

European
Patent Office

Office europeen
des brevets

BRlGT 1/98 e/71

Travaux Preparatoires EPC 1973

Comment:

The collection represents purely an internal research tool for the purpose of Directorate
Patent Law of the European Patent Office. No guarantee can be given for its
completeness or correctness.
The documents produced before 1969 cannot be provided in English as this was not an
official language in the period before that date. These documents therefore are provided in
French and German.



.~



INTER-GOVEFrr~~NTALCOr~ERENCE
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Brussels, 11th January, 1971
BR/GT 1/98/71

.~b;iec.t:Note by theEri tish delegation relating to Article 11,
{/.paragraph 4-.

Till delegations to Wo:rking Party 1 will find
a!"t::J~h-.~ a note by the British delegat.ion relating to
Article 11, paragraph 4 of the First Preliminary Draft of a
Convention establishing a Et;.ropeanSystem for the Grant of
Patents.

c, ..
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ANNEX

NOTE BY THE~UNI~D KI~GDOM DELEGATIQN
CONCERNING CG1VFLICTING EL80PR~ PATSNT APPLICATIONS_.--.. _:..v---=-- ~ ~...;;;;.;.;..;..._.;...~..._;.

1. At the last meeting of 'Jorking Party I, the United
Kingdom delegation agreed to examine a problem which
results from placing in the state of the art prior European
patent applications which are unpublished at the filing
date of the Europee.rlpatent application under examination
Article 11, l)aragraph (3).

2. Article 11, parag~aph (4) provides that -
nparagre..ph3 shall be applied only when a
Contracting State designated in respect
of the later patent application was also
designated in respect of the earlier
patent application as published under
Article 85.11

The -:Jermsof this paragraph cover cases in which a prior
Eu.ropean pe_tcnt application designates:-
(a) all the Contracting States designated in the later

application, or
C (b) one or some only of those States.

3. The effect of Article 11, paragraph (4) is quite
clear. In case (a) the later application cannot proceed
to grant unless the conflict with the prior application is
removed by amendnent. In case (b), gra..'Yltwould also have
to be refused unless the applicant withdrew the designation
of those States covered by the earlier patent application
or amended the application to remove the conflict of sub-
ject-rua.tter. It may be objected that this means that the
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European Patent Office would be dealing out; a harsher
. .

treatment than the national Of~ice of any State that adopts
Article 4(3) of the Strasbourg Convention of 1963 is allowed
to do. In other words, the sta::'ldard.applied centrally
before grant would be higher than tha-l:iwhich can be applied

. .

nationally after grant. Howe'.rer,the reality of the situa-
tion is likely to be that practically all European appli-
cations will cove::::'the EEC States and the Ullited Kingdom
and will differ from each other only in one or two desig-
nations of other States. Forcing the later applicant to. .

amend would iIithese circumstances only have the result
that some, protection is lost in these other cOlli"1.triesand
it may be seriously questio~ed therefore whether it is
vDrthwhile forreulatir.gSOEe pro0e~~r8 to relieve the situa-
tion. It could be arg"led tha~ tho I<';8si~leredi1.ction of
protection in one or two S~e..tesis <3 ::':'isl:\i7lJ.j.ch EL"'l E'.pplicent
could be expecJ!jedto take for the sa~{e of getting pI'c~~ection
in all States on a-single application.

(..

--.-...-

46 One form of relief that may be considered is to allow
the later applicant the possibility not only of vii tndrawing
the design~tion of the State or States designated in the
earlier,application bu~ aleo of converting to a national.
application in an;y such State. This would. mean that all
Contracting States I:1ustbe obliged to permit conversion in

, . .these cases, contrary to the decision of the Working Party
at its last meeting that Article 124 should give States the
option ofallo\ving such conversions ~ Tl.:.iswould not seen
satisfactorJT cecause then all States would be forGed to. .
maintain a national p~oced.ure. In any case, it is not
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UIllikely that such conver-sions woul~ occur fairly late- in
the life of the European ~pplicationi thus creating
uncertainty for third parties and difficult administrative
and other prob:lems for na';;ionalpaten";';offices'. Moreover,
since in practice the differences in the designations of the
con.flicting applications is likely to be in the Goverage
of European States other than the EEC and the UK, it does
not seem satisfacto:r-yto proceed vTith the European appli-
cation in respect 0= these designations and to hive off for
national treatment 'i.ihesolid core of whet ~ from the appli-
cants' viewpoint, a::-eprobably the main designations, i.e. (
of the EEG and the U-K. In this respect a subsidiary
problem is what is the appropriate "national" treatment for
the hived-off EEC applications; presumably the BEe countries
'vould wish all such applications to be processed centrally.
Thus. the result would be a national UK application and two
European applicationsi one for the EEC and one for the
remaining designations. The last two would in eff~ct be
a "split" European application discussed in the next para-
graph'.

I

5. Another possibility would be to allow "spl~ tting" ofl
tre later application. By this is meant that, if conflt"ct,
vrith an earlier European application is discove~0d, the :. (
la-cer-applicant should have the possibi:i ty of/dividing nis
application into 2 parts, one part covering the States
designated in the earlier' application andthei other covering

/ 0.. fthe remainder of the States originally design?ted. This
! \would have the effect that the applicant obtains without.

Or :

further amendment a patent covering those fr"tatesnot desig-
nated in the earlier application, while thk European Pateht

. ! •

Office is nevertheless able to resulve the conflict with
the earlier application so far as the States designat~d in
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the e~~lter application' ar~ ccncernsd.' A2though this-
solution is feasible'where there is only one prior appli-
cation to "be considered, it clearly giv~s rise tOI!lany

,complications when there is conflict with two or nOri....p:r.iot'
European applications designating different groups of
Contracting ,States. In such cases) the original appli-
cation would have to be split int~several 'parts', each
'partthaving different claiI!lsand possibly a different
description. Further "splitting" may be necessary as a
result of an opposition. In--order to give effect to this
solution no amendIilentof Article 11~,parl?,graph,(4) woul.i be
required, but a new Regulation woull have to'be dr~fted to
deal with the prOCed1ITe t~ be fo:lowed. In practi~e the
several 'parts' of the application could bear the original

, -

application number ~~d could be dealt wi~h on the same file.
. - . . .It would seea unnecessary to require the p<~ent of further

application,'search, examination and renewal fees ~ such
payment ::naybe difficult to justify a=1yv:3.y-because "split ..•
ting" may have become necess~'y simply be{..iausethe appl i-
canto-fortuitously designates one more State than the earlier

:application -'and it is'thought that one set of grant, and
. .. .

printing fees ,should be enough~ A single European patent
could be' gr'anted~ the different specifications' being,
printe~and contained in a single p~phlet; in this case
only one patent number would be nee0.ed. 'This m.ight create

.'-' .confusion, however, :and .it may be advisable to gr::.,;.--:t
separate European patents', using different nU.J."1lbersor the
same number:with different suffixes. Some re-drafting
of the Articles and Regulations would also probably be
required. Though" splittingfl i'sclearly a,complicated solu-
tion, it is evident that the complications are no greater

_" • ~i _ r

. - ".; ..
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than for the conversion procedure when the application
has to be dealt with separately for each of ':GheStates
a:ffec,ted.1'I0reover, there .is the-obvious~ advantage that
all the 'parts' would be dealt with centralJy and in one
language.

These two solutions assume no change in the wording
of Article 11. For the sake of completeness, two other
possibilities 'will now be considered. Firstly, Article 11,
paragraph (4) could be amended so that it restricts the
application of Article 11, paragraph (3) to cases in which
the designations in the conflicting European patent (
applications are'the same, i.e. case (a) of paragraph 2
above. This would mean that in case (b) above, no action
eould be taken by the-European Patent Office to resol-ve
the conflict. If the earlier application designates State
A and the later application designates States A and B, a
Europeanpat-ent on the later application could not be
refused for lack of novelty over the contents of the
earlier application. However, following the grant of the
patent, the co~flict could be dealt with nationally in
accordance with the law of State A,hav;ing regard to the

"terms of Articles 133 and 134 as adapted -by Working Party
I in September. This solution may be regarded as contraryJ (
to the spirit of the Convention, particularly since it
would have tbe p~actical effect that liO action could be
t<:ken by the European Patent Office to resolve a clear
conflict betwe0L ~~~ E~;o~Dan patent applications simply'
beca~se e.g. ~ countries are designated in the earlier
and n + 1 countries are designated in the later. The
Office would be compelled to grant a European patent not-

. . . ~
withstanding the fact that it was well ,aware that this:-'
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patent was invalid in n countries. Such a result would seem
.to satisfy neither the States nor applicants.

7. The second possibility is to delete Article 11, para-
graph (4). This would have the effect that an earlier
European patent application may destroy the novelty of a
later application, regardless of the designations illthe
two applications. !I'hisis even harsher than the effect
referred to in paragraph 3'1 and is open to the same objec-
tions. Nevertheless ~ like parag:raph 3$ it is 8.J."1 easily
worka-olG solution and might be .justified as a logical exten-

C"., sion of the philosophy, inherent in A:cticle 11, paragraph
(3), that Europea...n.patents are intis-ndedas a rewa..-:dto the
first person to take st'epsto disclose an invention ~,"o..the.
public by f~ling a European patent application m~d that the
subjective act of invent:ion carlllOtitself lead to the valid
grant of a patent. Moreover it would, in practic?, probably
result in unduly reduced protection in only a few of the
States since, as stated in paragraph 3, it can be expected
that every application will designate tte bulk of the
States parties to the Convention. However, it is very
likely that such a solution would not meet with any favour
by the interested organisations. --
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